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The MAILING DATE of this communication appears on the cover sh et with the correspondence addr ss - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FORtJREPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 
Specification 

1 . The disclosure is objected to because of the following informalities: 
page 5 - the two sentences found on lines 12-14 do not make any sense, 
page 7, line 7 - is "en" meant to be "and"? 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

3. Claims 1 - 7 are rejected under 35 U.S.C. 112, second paragraph as being 
indefinite. 

Claim 1 recites the limitation "powdery first filler" in line 4. There is 
insufficient antecedent basis for this limitation in the claim. 

Claims 2 - 7 are rejected as depending on an indefinite claim. 

Suggested claim language -- replace "a powdery filler" on line 3 by "at 
least two powdery fillers". 

Appropriate correction is required. 
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Claim R jections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-3, 5, and 8 (as well an indefinite claims can be understood) are rejected 
under 35 U.S.C. 102(b) as being anticipated by United States Patent No. 5,916,944 
(Camiletti etal.). 

Camiletti et al. teach a semiconductor device as claimed. See the Camiletti et al. 
specification. 

Referring to Claim 1 , Camiletti et al. teach a semiconductor device (see, for 
example, Col. 2, lines 5 -13) with a substrate (Col.1 , line 42) which inherently has a first 
side on which there is provided a first semiconductor element (Col. 4, lines 53-55) and 
at least one security coating (Col. 1 , line 42) which comprises a powdery filler (see, for 
example, Col. 4, line 8) incorporated in a matrix (see, for example, Col. 1, lines 44 and 
Col. 4, lines 53-54), characterized in that the difference between the refractive index of 
the powdery first filler, Ti0 2 (as is disclosed on line 12, Col. 4, for example) and that of 
the silica precursor resin matrix (Col. 4, line 53, for example) is at least 0.3 (as is 
admitted by the Applicant in last paragraph of page 2 and the first paragraph of page 3 
of the present Application), and the coating comprises a second filler (Col. 4, line 54) 
which is a substantial absorber of radiation of wavelengths at least in the range of from 
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800 to 1400 nm, such as a compound of titanium, Ti N, (for a teaching of titanium see, 
for example, Col. 3, lines 31-32, and for teaching of nitride see Col. 4, line 10) and is 
free from heavy metals. 

TiN is a radio-adsorbent, that is, the compound adsorbs radiation in the recited 
region as is admitted by Applicant on page 2, lines 14 - 16 of the present Application. 
In addition, Applicant admits on page 2, lines 24-26 of the present Application that 
titanium nitride is free of heavy metals, and as no other materials containing heavy 
metals are added to the matrix, it is inherent that no heavy metals are present. 

Referring to Claim 2 , Camiletti et al. describe a semiconductor device as recited 
in Claim 1, and further disclose a second filler that comprises TiN (see CoL 4, line 12, 
and Col. 3, lines 32-33, for example). 

Referring to Claim 3 , Camiletti et al. disclose a semiconductor device as recited 
in Claim 1, having a first filler comprising TiC>2(see CoL 4, line 12, for example). 

Referring to Claim 5 , Camiletti et al. describe semiconductor device as recited in 
Claims 1 and 4, having a security coating of thickness less than three microns (see, for 
example, Col. 5, line 60). 

Referring to Claim 8 , Camiletti et al. disclose a semiconductor device as recited 
in Claim 1 and, further, disclose a smartcard (see Col. 2, line 21 , for example). 
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6. Claims 1 - 3 (as well an indefinite claims can be understood) are rejected under 
35 U.S.C. 102(b) as being anticipated by United States Patent No. 5,258, 334 (Lantz, 
II). 

Lantz, II discloses a semiconductor device as claimed. See the Lantz, II 
specification. 

Referring to Claim 1 , Lantz, II teaches (see, for example, Col. 1, lines 10-11 and 
61-62) a semiconductor device (it is inherent that a semiconductor device have a 
substrate and a first side of which there are provided at least a first semiconductor 
element) and at least one security coating (see, for example, Col.1, lines 42 and 53-59) 
which comprises a powdery filler (see, for example, Col. 3, line 20) incorporated in a 
matrix (see, for example, Col. 3, lines 14-15), characterized in that the difference 
between the refractive index of the powdery first filler (TiC>2 as stated on line 59, Col. 2, 
for example) and that of the matrix (see, for example, line 60, Col. 1 ) is at least 0.3 (as 
is admitted by the Applicant in last paragraph of page 2, the first paragraph of page 3, 
and the last paragraph of page 4 of the present Application), and the coating comprises 
a second filler (Col. 3, lines 14-15) which is a substantial absorber of wavelengths at 
least in the range of from 900 to 1400 nm (the physical properties of TiN make it 
inherent for this compound to adsorb radiation in the recited range as is admitted by 
Applicant as is discussed above) and is free from heavy metals (if no heavy metals or 
materials containing heavy metals are added to the coating then no heavy metal can be 
present in the coating, as is also discussed above). 
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Referring to Claim 2 , Lantz, II describes a semiconductor device as recited in 
Claim 1 and further describes the use of TiN (see Col. 2, lines 47-48, for example) as 
filler. 

Referring to Claim 3 , Lantz, II describes a semiconductor device as recited in 
Claim 1 and further, the use of Ti02 (see Col. 2, line 59, for example) as filler. 



7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the 
United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the 
effect under this subsection of a national application published under section 122(b) only 
if the international application designating the United States was published under Article 
21(2)(a) of such treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent, except that a patent shall not be deemed 
filed in the United States for the purposes of this subsection based on the filing of an 
international application filed under the treaty defined in section 351(a). 



8. Claims 1 , 3, 4, and 8 (as well an indefinite claims can be understood) are 
rejected under 35 U.S.C. 102(e) as being anticipated by United States Patent No. 
6,198,155 (Verhaegh ef a/.). 



Verhaegh et al. disclose a semiconductor device as claimed. See Figures 1 - 6 
and respective portions of the Verhaegh et al. specification. 
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Referring to Claim 1 , Verhaegh etal. disclose (see, for example, Figure 3) a 
semiconductor device (12) having a substrate (1 ) on a first side (2) of which there are 
provided a first semiconductor element (3) and at least one security coating (14) which 
comprises a powdery filler (see, for example, Col. 15, line 1 1 ) incorporated in a matrix 
(see, for example, Col. 4, line 23), characterized in that the difference between the 
refractive index of the powdery first filler (TiC>2, as is stated on line 49, Col. 4, for 
example) and that of the matrix (mono-aluminum-phosphate, as is stated on line 23, 
Col. 4, for example) is at least 0.3 (as is admitted by the Applicant in last paragraph of 
page 2 and the first paragraph of page 3 of the present Application), and the coating 
comprises a second filler (Col. 4, line 44-46) which is a substantial absorber of radiation 
of wavelengths at least in the range of from 800 to 1400 nm (see, for example, Col. 4, 
lines 44-46) and is free from heavy metals. 

In Col. 4, lines 44-46, Verhaegh etal. disclose that particles with different 
properties, such as particles that absorb radiation (one such particle is TiN) and 
particles that scatter radiation (one such particle is TiC>2) may be added to the matrix to 
render the protective layer (14) impervious to radiation. Radiation is a term that, at the 
time of the invention was well known in the art to refer to all radiation of the electro- 
magnetic spectrum, from short wavelength gamma rays to long wavelength radio 
waves, including, of course, visible, infrared, and ultraviolet radiation. 

Applicant admits, on page 2, lines 14-16 of the present Application, that titanium 
nitride (a second filler) adsorbs radiation in the range of 800 to 2000 nm and that 
titanium dioxide (a first filler) scatters light. 
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Applicant admits on page 2, lines 24-26 of the present Application that titanium 
nitride is free of heavy metals, and as no other materials containing heavy metals are 
added to the matrix, it is inherent that no heavy metals are present. 

Referring to Claim 3 , Verhaegh etal. describe a semiconductor device as recited 
in Claim 1, having a first filler comprising TiCb (see Col. 4, line 49, for example). 

Referring to Claim 4 , Verhaegh etal. describe a semiconductor device as recited 
in Claim 1 having a matrix coating of mono-aluminum-phosphate (Col. 4, line 23, for 
example). 

Referring to Claim 8 , Verhaegh et ai describe a smartcard (Col. 4, line 21 , for 
example) that is provided with a memory and a security coating which comprises a 
powdery first filler incorporated in a matrix (see, for example lines 14-24 of Col. 4), 
where the coating comprises a second filler which is an absorber of radiation of a 
wavelength in the range of from 800 to 1400 nm (the argument given for Claim 1 
pertains here), and where the difference between the refractive index of the first filler 
and that of the matrix is at least 0.3 (regarding the difference in refractive index, the 
same argument used in Claim 1 , also applies here). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosesd or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior 
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art are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. Claim 5, in so far as Claim 5 is in compliance with 35 U.S.C. 112, is rejected 
under 35 U.S.C. 103(a) as being unpatentable over United States Patent No. 6,198,155 
(Verhaegh et a/.). 

Verhaegh et al. describe a semiconductor device as recited in Claims 1 and 4. 

Verhaegh et al. do not specifically describe having a security coating of thickness 
less than three microns. 

Verhaegh et al, describe an overlapping range of thickness of from 2 to 10 
microns (see, for example, Col. 4,lines 26 and 53). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the thickness disclosed by Verhaegh to less than 3 
microns as recited as overlapping ranges are prima facie obvious (see MPEP 2144.05). 
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1 1 . Claims 6 and 7, in so far as Claims 6 and 7 are in compliance with 35 U.S.C. 
112, are rejected under 35 U.S.C. 103(a) as being unpatentable over Camiletti etal. as 
applied to Claim 1 above and further in view of United States Patent No. 5,053,992 
(Gilberg ef a/.). 

Referring to Claim 6 , Camiletti et al. disclose all of the limitations as recited in 
Claim 1. 

Camiletti et al. do not specifically teach a light-sensitive element and an element 
containing data, which elements are covered by a security coating and which light- 
sensitive element, after damaging of the coating, reacts to exposure to visible light by 
inducing a permanent change of state of the element containing data. 

Gilberg etal. (see Figures 1 - 5 and respective portions of the Gilberg et al. 
specification) disclose a light-sensitive element (42) and an element containing data 
(see (10) and Col. 2, line 58, for example), which elements are covered by a security 
coating (see, for example, (14) and Col. 2, lines 59-60) and which light-sensitive 
element, after damaging of the coating, reacts to exposure to visible light by inducing a 
permanent change of state of the element containing data (Col.1, lines 29-34 and Col. 
3, lines 31-43). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to combine the tamper-proof coating for an electronic device taught 
by Camiletti etal. with the light-sensitive element requiring a security coating and an 
element containing data that would be permanently changed upon damaging of the 
coating, as taught by Gilberg etal., to obtain the advantage of "preventing inspection of 
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secret data that is stored" in the element (Gilberg et a/., Col. 1 , Iines14-16) and which 
advantage is similarly taught by Camiletti et al. (see Col. 5, lines 63-67). 

Referring to Claim 7 , Camiletti et al. disclose all of the limitations as recited in 
Claim 1 (please note that the limitations of Claim 7 are in bold for ease of reading). 

Camiletti et al. do not specifically disclose a light-sensitive element and an 
electronically programmable element containing data, which elements are covered by 
a security coating and which light-sensitive element, after damaging of the coating, 
reacts to exposure to visible light by inducing erasure of the data and by bringing the 
electrically programmable element into a non-programmable state of the element 
containing data. 

Gilberg et al. disclose a memory element containing data (see, in general see 
Figures 1 - 5 and respective portions of the Gilberg et al. specification; see specifically 
for example, (10) and Col. 1 , line 30). Gilberg et al. also disclose that a light sensitive 
memory element will be damaged when its protective coating is damaged because the 
light sensitive memory element reacts to exposure to visible light by inducing erasure 
(or elimination) of the data (Col. 3, line 40-41, for example), which brings the 
electrically programmable element into a non-programmable state (Col. 3, line 44- 
47). 

Although Gilberg et al. do not specifically disclose that the memory element is 
electronically programmable, this feature is taken to be an inherent function of an 
electronic memory element, in that was well known by those of ordinary skill in the art at 
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the time the invention was made that programming an electronic element by electronic 
means (using software, for example) is the only way to program an electronic element. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to combine the tamper-proof coating for an electron device taught 
by Camiletti et ai with the light-sensitive element and the data containing, memory 
element as taught by Gilberg et ai, to obtain the advantage of protecting sensitive data 
by permanently damaging or destroying the data and by preventing reprogramming of 
the programmable element. 



Any inquiry concerning this communication should be directed to Patricia Costanzo at 
703 305-5675 on Monday - Friday from 8:00 A.M. - 5:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful Supervisory Primary 
Examiner Tom Thomas can be reached at 703 308 -2772. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group Receptionist at 703 308-095. 



Conclusion 
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December 6, 2001 



TOM THOMAS 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2800 



